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DATE: September 16, 2003 MATTER Nl.'MBERJ 09901357 
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Fax No.: 
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Examiner Marjorie Moran 
Art Unit 1631 


1703 308-4242 


1703 305-2363 


Supervisory Examiner Michael Woodward 
USPTO 


1703 872-9306 
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From: Norman Hanson USERID: NH01030 Floor: 24 

PHONE: (212)318-3168 Fax: (212) 318-3400 
Re: U.S. Serial No. 09/265,606 

Number of Pages with Cover Page: 3 



Vo 
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PLEASE DELIVER A COPY TO EACH OF THE EXAMINERS AS 
SOON AS POSSIBLE. 

THANK YOU Ijjf 
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THE INFORMATION CONTAINED !N T"15 FACSIMII" IS CONFIDENT' A". AND MAY ALSO CONTAIN PRIVILEGED ATTORNEY-CLIENT rNFORMATTOK OR VfQRX 
PRODUCT, THE INFORMATION IS TNTriNUi;:') :;nlv t'Oft r'T; USE 0? THE INDIVIDUAL OR ENTTTV TO WHOM IT IS ADDRESSED, IF YOU ARE NOT THE INTENDED 
RECIPIENT OR THE EMPLOYEE OR AC-SNT RESINS fR\,r- TO nu.lVE? TT TO 7I-TI?. l\TFNT>m 7F("PIP-NT. YOU ARB HEREBY NOTIFIED THAT ANY USE, 
DISSEMINATA*. D'STRiaUTTON OR CO?Y'N'G OF TKIS COMMUNICATION IS STRICTLY PROHIBITED. *F YOU HAV« RECEIVED THE "ACSIMTLE IN ERROR. PLEASE 

imveqs vrrj.v notify t:-:i hp: ! onf. am: return thg or!din a l wsssaciF.tol.'s \~"Tri= address above via t^-teu s postal sttrvice. thank: vol*. 

IF YOU DO NOT RECEIVE ALL OF THE PAGES, PLEASE CALL 
FAN] MALIKOl ZAK1S AT 212 318 3220 AS SOON AS POSSIBLE. 
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CERTIFICATE OF FACSIMILE TRANSMITTAL 

[ hereby certify ;hat this correspondence is being transmitted via telefax pursuant to 37 
CFR 1 .8 to Group 163 1 '.o Examiner VI. Monin find Supervisory Examiner M 
Woodward of the United State? Patent & Trademark Office, on the date shown below: 



Date; 



By: 




Fani Malikouzalds 



LUD 533.0,.3-DIV f09901357) 



Applicant(s) 
Serial No. 
Filed 
For 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Rainer Zimmerman et al. 
09/265,606 
March 10. 1999 



Group Art Unit 
Examiner 



ISOLATED DIMERIC FIBROBLAST ACTIVATION 
PROTEIN ALPFLA.. AND USES THEREOF 

3631 

M. Moran 



September 16 ; 2003 



Commissioner for Patents 

P.O.Box 1450 

Alexandria, VA 22313-1450 



RESPONSE TO NOTIFICATION OF 
DEFECTIVE APPEAL BRIEF 



Sir: 



The Office Action of September 11, 2003, states that applicants 5 brief is defective. 
The reason given is: 

"(B)ecause arguments therein are directed to issues 
which are not appealable. Specifically, claim 22. which was 
subject to restriction and withdrawn from examination, is still 
pending." 1 

It is agreed that claim 22 was subject to restriction. It is also agreed that it is still 
pending; however no arguments arc presented within the Brief which are directed to 
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LUD 5330,3 DIV <099Q13S7\ 

claim 22 . In fact, in the statement of the "Issues,"' in the "Grouping of Claims," and in 
the "Argument; 1 claim 22 is absent from the discussion. In the "STATUS OF CLAIMS/ 1 
it is expressly stated that claim 22 was withdrawn from consideration. 

No rule or regulation requires an applicant to cancel non-elected claims when 
appeal is filed. 

Note that, in fact, MPEP 1208 (page 1200-21), expressly states that: 

"All withdrawn claims must be identified if the brief 
incorrectly lists any withdrawn claims." 

If the MPEP provides for correcting a listing of withdrawn claims, then clearly 
identifying withdrawn claims is appropriate. 

No arguments were presented regarding claim 22, contrary to the Examiner's 
statements. There is no requirement that the non-elected claims be cancelled. There was 
no reason to deem the brief defective, and the holding should be withdrawn. 

To facilitate expedited handling of this matter, this paper is being telefaxed, both 
to the Examiner, and to the Supervisory Examiner, to whom the undersigned will address 
a call in approximately 10 days should a withdrawal of the Notice not be immediately 
forthcoming. 

Respectfully submitted, 
FULBRIGHT & JAWORSKI L.L.P. 
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